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Before C ssel, Wendel and Bucher, Adm nistrative Trademark
Judges.

Opi ni on by Wendel, Admi nistrative Trademark Judge:

Vi sual Gol d.com Inc. has filed an application to
regi ster the mark I MAG ST for “conmputer progranms for use in
enhanci ng and conpressing electronic inmages transmtted via

a gl obal conputer network.”?!

! Serial No. 76/023,196, filed January 27, 2000, based on an
al l egation of a bona fide intention to use the mark in comerce.
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Regi strati on has been finally refused under Section
2(d) of the Trademark Act on the ground of |ikelihood of
confusion with the mark I MAG ST, which is registered for
“conmput er hardware and software inmagi ng processing and
anal yzing system nanely, work station, interface
el ectronics, disk drives, optical disk drives, and inmge
i nput devices including caneras and nonitors for use with
| i ght and el ectron nicroscopy.”?

The refusal has been appeal ed and applicant and the
Exam ning Attorney have filed briefs. An oral hearing was
not requested.

W nmake our determ nation of |ikelihood of confusion
on the basis of those of the du Pont® factors that are
relevant in view of the evidence of record. Two key
considerations in any analysis are the simlarity or
dissimlarity of the respective marks and the simlarity or
dissimlarity of the goods with which the marks are being
used, or are intended to be used. See Federated Foods,
Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24
(CCPA 1976); In re Azteca Restaurant Enterprises, Inc., 50

USPQ2d 1209 (TTAB 1999).

2 Registration No. 1,781,134, issued July 13, 1993, Section 8 &
15 affidavits accepted and acknow edged, respectively.

®Inre EI. du Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973).
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| nsofar as the marks are concerned, there is no
guestion but that the marks are identical. There is no
di fference whatsoever in overall commercial inpression, and
applicant has nmade no argunent to the contrary.

Thus, the major issue for consideration here is the
simlarity or dissimlarity of the respective goods.
Before making this conparison, we note that in general the
greater the degree of simlarity in the marks, the | esser
the degree of simlarity that is required of the products
on which they are being used, or are intended to be used,
in order to support a holding of |ikelihood of confusion.
|f the marks, as here, are the sane, it is only necessary
that there be a viable relationship between the goods in
order to find confusion likely. See In re Concordia
I nternati onal Forwarding Corp., 222 USPQ 355 (TTAB 1983).
Moreover, it is not necessary that the goods of applicant
and registrant be simlar or even conpetitive to support a
hol di ng of Iikeli hood of confusion. It is sufficient if
the respective goods are related in some nmanner and/or that
the conditions surrounding their marketing are such that
t hey woul d be encountered by the sanme persons under
circunstances that could, because of the simlarity of the
mar ks used thereon, give rise to the m staken belief that

they emanate from or are associated with, the sane source.
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See In re Albert Trostel & Sons, 29 USPQRd 1783 (TTAB 1993)
and the cases cited therein.

Appl i cant contends that the goods of applicant are
quite different in nature fromthose of registrant and are
used for different purposes. Applicant argues that the
specific function of applicant’s goods is to “provide
qual ity conpression and enhancenent of an existing inmage to
be transm tted and viewed over a gl obal conputer network,”
whereas the function of registrant’s goods is to “generate
amimge created with an electron mcroscope.” (Brief p.
5). Applicant further argues that its goods are used by
Web devel opers, Internet service providers and content
provi ders to enhance and conpress inmages to be used in Wb-
based applications, while registrant’s goods woul d be used
in conjunction with electron m croscopes, which are highly
sophi sticated pieces of scientific equipnment and are
typi cally purchased by universities, |aboratories, research
hospital s and | arge corporations.

The Exam ning Attorney argues that not only are both
applicant’s and registrant’s software concerned with
digital imges, but al so, because applicant has not nade
any specification as to field of use in the identification
of its goods, it can be assuned that applicant’s goods may

be used in registrant’s particular field of electron
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m croscopy. He further argues that the fact that

applicant’s images are to be “transmtted via a gl oba

conputer network” fails to distinguish themfrom

regi strant’s goods or to define a particular, discrete

field of use. Finally, he points out that, by definition,

t he “i mage enhanci ng” function of applicant’s goods is

virtually synonynous with the “image processing” function

of registrant’s goods; both involve inmage inprovenent.
VWil e both applicant’s and registrant’s goods are

sof tware and both invol ve i mage processing or inprovenent,

our analysis clearly cannot stop at this point.

Regi strant’s software is specifically directed to use in

conjunction with light and el ectron m croscopy and the

i mges conm ng fromsuch a source. Applicant’s software, by

contrast, deals with pre-existing i mages which are to be

transmtted via a gl obal computer network. The probl em

with applicant’s attenpt to distinguish the goods on the

| atter basis, however, is that, as pointed out above, the

goods of applicant and registrant need not be the sane or

conpetitive. The question is sinply whether there is a

vi abl e rel ati onshi p between the goods such that the use of

the sane mark on both would | ead prospective purchasers to

bel i eve, m stakenly, that the same source is responsible

f or both.



Ser No. 76/023, 196

Here we find such a relationship exists in that there
is no reason why, as identified, the software of applicant
could not be used to further enhance and conpress the
i mages generated by registrant’s software for ultimate
transm ssion via a gl obal conmputer network. Thus, if the
respective products bearing the identical mark | MAGQ ST were
encountered by simlar purchasers, these persons m ght well
assunme that these were conpani on products emanating from
t he same source.

Al t hough applicant attenpts to distinguish the
channel s of trade and the rel evant buyers for the
respective software products, there are no restrictions in
t he application which would preclude the sal e of
applicant’s goods to institutions involved with el ectron
m croscopy as well as to the Web-associ ated purchasers
listed by applicant. See Kangol Ltd. v. KangaROOS U. S. A
Inc., 974 F.2d 161, 23 USPQd 1945 (Fed. Cir. 1992)(if
there are no restrictions in the application, it nust be
presuned that the goods travel in all the normal channels
of trade for goods of this nature). Wile registrant’s
software may be limted in application and channel s of
trade, the sanme does not hold true for applicant’s.

Applicant also argues that the purchasers of both

types of software are sophisticated know edgeabl e
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prof essi onal s who woul d exerci se careful consideration in
their purchases. W find no evidence of record, however,
to support these assertions. Furthernore, even careful

pur chasers are not immune from source confusion,
particularly when the nmarks used on the products are
identical and a viable relationship exists between the
goods. See In re Total Quality Goup Inc., 51 USPQ2d 1474
(TTAB 1999) .

Accordingly, we find confusion likely. To the extent
that there may be any renmi ning doubt, we follow the well-
established principle that any doubt regarding Iikelihood
of confusion nust be resolved in favor of the registrant.
See In re Hyper Shoppes (Chio) Inc., 837 F.2d 463, 6 USPQd
1025 (Fed. Gir. 1988).

Decision: The refusal to register under Section 2(d)

is affirned.
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